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DETAILED ACTION 



Receipt is acknowledged of the papers filed 3/24/2006 and 
6/7/2006 in which claim 11 was cancelled, and claims 7, 9, 12- 
16, 18, 20, 22-24, 27 and 34-35 were amended. Claims 1-10 and 
12-35 are pending. Claims 1-6 and 3 5 are withdrawn. Claims 7- 
10 and 12-34 are under examination in the instant Office action. 



Spec! fl ca tion 

Applicant's amendment to the specification is acknowledged 
and found remedial to obviate the objection cited in the prior 
Office action. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 3 5 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Applicant's amendment and arguments concerning the 
rejection of claims 9-10, 18-21, 25-26, 31 and 34, rejected 
under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention have 
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been carefully considered and found persuasive. Therefore the 
rejection is WITHDRAWN. 

Claims 21-23 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which Applicant 
regards as the invention. This is a new rejection necessitated 
by Applicant's amendment. 

Claim 21 recites Mt]he method of claim 20, wherein the 
coding region encoding LGDH was isolated from A. thaliana , the 
coding region encoding ALO was isolated from S. cerevsiae, the 
coding region encoding AGP was isolated from A. thaliana , the 
coding region encoding ARA was isolated from S. cerevisiae, or 
the coding region encoding RGLO was isolated from R. norvegicus" 
in lines 1-5 (emphasis added). Claim 21 is vague and indefinite 
in that the LGDH and AGD recited in the claims lack proper 
antecedent basis. 

Claim 22 recites Mt]he method of claim 7, wherein the AGD 
enzyme comprises a signaling peptide" in lines 1-2 (emphasis 
added) . Claim 22 is vague and indefinite in that there is no 
antecedent basis for "the AGD enzyme." Does Applicant intend 
one of the enzymes listed in claim 7 such as ARA, ALO or RGLO, 
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or does Applicant intend an L-galactono-1, 4 -lactone 
dehydrogenase (AGD) ? 

Similarly, claim 23 recites "[t]he method of claim 7, 
wherein the AGD enzyme does not comprise a signaling peptide" in 
lines 1-2 (emphasis added) . Claim 23 is vague and indefinite in 
that there is no antecedent basis for "the AGD enzyme." 

The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Applicant's arguments concerning the rejection of claims 
12-14 under 3 5 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement have been carefully 
considered and found persuasive. Therefore the rejection is 
WITHDRAWN . 

Claims 20 and 34 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description 
requirement. The claims contain subject matter which was not 
described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventors, at 
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the time the application was filed, had possession of the 
claimed invention. This is a new matter rejection. This is a 
new rejection necessitated by Applicant's amendment. 

The specification as originally filed does not provide 
support for the invention as now claimed: Mt]he method of claim 
7, wherein the coding region was isolated from Arabidopsis 
thaliana , S. cerevisiae, or Rattus norvegicus " (claim 20) . 
Nor does the specification provide support for " [a] method of 
stabilizing ascorbic acid in a medium, comprising: culturing a 
yeast in the medium, wherein the medium is aerobic " (claim 34) . 
With regard to claim 20, the specification does not mention an 
ALO, ARA or RGLO enzyme isolated from A. thaliana. With regard 
to claim 34, the specification does not recite the use of an 
"aerobic" medium in the context of stabilizing ascorbic acid. 
The specification does not provide sufficient blazemarks nor 
direction for the instant limitations, as currently recited. 
The instant claims now recite limitations which were not clearly 
disclosed in the specification as filed, and now change the 
scope of the instant disclosure as filed. Such limitations 
recited in the present claims, which did not appear in the 
specification as filed, introduce new concepts and violate the 
description requirement of the first paragraph of 3 5 U.S.C. 112. 
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The following is a quotation of the first paragraph of 35 

U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Claim 10 is rejected under 35 U.S.C. 112, first paragraph, 
as containing subject matter which was not described in the 
specification in such a way as to enable one skilled in the art 
to which it pertains, or with which it is most nearly connected, 
to make and/or use the invention. This is a new rejection not 
necessitated by Applicant's amendment. 

It is apparent that S. cerevisiae GRF18U, S. cerevisiae 
strain W3031B, K. lactis strain PM6-7A and Z. bailii strain ATCC 
60483 are required to practice the invention. As such, the 
strains must be readily available or obtainable by a repeatable 
method set forth in the specification, or otherwise readily 
available to the public. If it is not so obtainable or 
available, the requirements of 35 U.S.C. 112, first paragraph, 
may be satisfied by a deposit of the strains. In the instant 
case, the recited yeast strains transformed with ARA, ALO or 
RGLO that are disclosed in the specification do not appear to be 
obtainable by a repeatable method, nor does it appear the 
strains are readily available to the public. 
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If a deposit is made under the terms of the Budapest Treaty, 
then an affidavit or declaration by Applicants, or a statement 
by an attorney of record over his or her signature and 
registration number, stating that the instant invention will 
be irrevocably and without restriction released to the public 
upon the issuance of a patent, would satisfy the deposit 
requirement made herein. If a deposit has not been made under 
the Budapest Treaty, then in order to certify that the deposit 
meets the criteria set forth in 37 CFR 1.801-1.809 and MPEP 
2402-2411.05, Applicant may provide assurance of compliance by 
affidavit or declaration, or by a statement by an attorney of 
record over his or her signature and registration number 
showing that : 

a) during the pendency of the application, access to the 
invention will be afforded to the Commissioner upon request; 

b) all restrictions upon availability to the public will be 
irrevocably removed upon the granting of the patent; 

c) the deposit will be maintained in a public depository for a 
period of 3 0 years, or 5 years after the last request for the 
enforceable life of the patent, whichever is longer; 

d) a test of the viability of the biological material at the 
time of deposit (see 37 CFR 1.807); and 

e) the deposit will be replaced if it should ever become 
inviable . 

Failure to make one of the preceding indications in 
response to this Office Action will result in the rejection 
being maintained in either a further Non- Final or a Final 



rejection. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness- type double patenting 
rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not 
patentably distinct from the reference claim (s) because the 
examined application claim is either anticipated by, or would 
have been obvious over, the reference claim(s). See, e.g., In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) or 1.321(d) may be used to overcome an actual or 
provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is 
shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

Claims 24-27 are rejected on the ground of nonstatutory 
obviousness -type double patenting as being unpatentable over 
claims 13-15 of Patent No. 6,630,330 (hereafter Patent x 330). 
This rejection is maintained for reasons of record, but has been 
slightly altered in order to accommodate Applicant's amendment. 

Although the conflicting claims are not identical (the 



instant claims are slightly broader in scope as they encompass 
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any yeast genus, whereas the reference claims are drawn to 
Saccharomyces yeast strains only) , claims 24-26 of the instant 
application and claims 13-15 of the '330 patent both recite 
methods for generating ascorbic acid from recombinant yeast 
encoding ALO and LGDH . The methods comprise the same steps. In 
both methods at least one of the enzymes is operably linked to a 
promoter active in the yeast and wherein said promoter is the S. 
cerevisiae TPI promoter. 

Response to Arguments 
Applicant has deferred a substantive response to the above 
rejection "until such time as claims are allowed in either the 
present case or US Patent Application 10/606 , 302 [sic] " (page 14, 
section 6 of the remarks filed 3/24/2006) . 

Claims 7 and 11-14 were provisionally rejected under the 
judicially created doctrine of obvious-type double patenting as 
being unpatentable over claims 12-14 of US Patent Application 
No. 10/606,300. This rejection is WITHDRAWN due to Applicant's 
amendment of the claims . 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States . 

Claim 34 is rejected under 35 U.S.C. 102(b) as being 
anticipated by Roland et al (WO 85/0175; of record) . This 
rejection is maintained for reasons of record but has been 
slightly altered in order to accommodate Applicant's amendment. 

Roland et al teach a method of stabilizing ascorbic acid in 
a medium comprising: culturing a yeast in the medium, wherein 
the medium is aerobic (see entire document, especially page 14, 
lines 4-7) . Roland et al teach such a method wherein the medium 
used to culture the yeast is aerobic (see, e.g., Example III; 
page 4, lines 9-14; and page 38-9, claims 1 and 5). Roland et 
al teach such a method wherein the ascorbic acid is present in 
the medium (see, e.g., page 5, 25-31) 

Response to Arguments 
Applicant argues that Roland et al do not indicate that 
they were in possession of a method of stabilizing ascorbic acid 
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in a medium by culturing yeast in the medium, and that Roland et 
al therefore do not anticipate claim 34. 

Applicant's argument has been carefully considered and is 
respectfully found unpersuasive . Roland et al need not 
explicitly indicate that they were in possession of a method of 
stabilizing ascorbic acid in a medium by culturing yeast in the 
medium in order to anticipate the claim. The Roland et al 
reference need only teach the claim limitations, which it does. 
Roland et al teach the cultivation of yeast in a medium, wherein 
the medium is aerobic. Roland et al teach that the medium 
comprises ascorbic acid. Therefore, the Roland et al reference 
anticipates claim 34 . 



The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122 (b) , by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

Claims 7-8, 28-32 and 34 were rejected under 3 5 



U.S.C. 102(b) as being anticipated by Berry et al (US Patent 
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Application No. 2002/0012979 Al; of record) . This rejection is 
WITHDRAWN due to Applicant's amendment. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Applicant's arguments concerning the rejection of claims 7- 
9, 11-15, 18, 20-21, 24 & 27-30 under 35 U.S.C. 103(a) as being 
unpatentable over Lee et al (Applied and Environmental 
Microbiology 65 (10) :4685-4687; of record) in view of Suh et al 
(Molecular Microbiology 30 (4) : 895-903 , 1998; of record) have 
been carefully considered and found persuasive. Therefore the 
rejection is WITHDRAWN. 



Allowable Subject Matter 

Claims 7-9, 12-19 and 28-33 are allowed. 



♦ 

Application/Control Number: 10/606,302 
Art Unit: 1636 



Page 13 



Conclusion 

Certain papers related to this application may be submitted 
to the Art Unit 163 6 by facsimile transmission. The faxing of 
such papers must conform with the notices published in the 
Official Gazette, 1156 OG 61 (November 16, 1993) and 1157 OG 94 
(December 28, 1993) (see 37 C.F.R. § 1.6(d)). The official fax 
telephone number for the Group is (571) 273-8300. Note: If 
Applicant does submit a paper by fax, the original signed copy 
should be retained by Applicant or Applicant's representative. 
NO DUPLICATE COPIES SHOULD BE SUBMITTED so as to avoid the 
processing of duplicate papers in the Office. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to (571) 
272-0547 . 

Patent applicants with problems or questions regarding 
electronic images that can be viewed in the Patent Application 
Information Retrieval system (PAIR) can now contact the USPTO's 
Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily 
from 6 am to midnight (EST) . The toll free number is (866) 217- 
9197. When calling please have your application serial or 
patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the 
problem. The Patent Electronic Business Center will notify 
applicants of the resolution of the problem within 5-7 business 
days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic 
Business Center is a complete service center supporting all 
patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent applications to view 
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the scanned images of their own application file folder (s) as 
well as general patent information available to the public. 

For all other customer support, please call the USPTO Call 
Center (UCC) at (800) 786-9199. 

Any inquiry concerning rejections or objections in this 
communication or earlier communications from the examiner should 
be directed to Walter Schlapkohl whose telephone number is (571) 
272-4439. The examiner can normally be reached on Monday 
through Thursday from 8:30 AM to 6:00 PM. The examiner can also 
be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Dr. Remy Yucel can be 
reached at (571) 272-0781. 



Walter A. Schlapkohl, Ph.D. 
Patent Examiner 
Art Unit 1636 



August 17, 2006 




